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REMARKS 

Applicants wish to thank the Examiners for the courtesies extended to the 
undersigned during the telephone interview. An Interview Summary accompanies 
this response. 

Claim 27 stands rejected under 35 USC 112, second paragraph, for 
indefiniteness. Claims 1, 4, 6-7, and 24-25 stand rejected under 35 USC 103(a) 
for obviousness over U.S. Patent No. 6,108,099 to Ohtani in view of U.S. Patent 
No. 5,805,446 to Hatakeyama et al. Claims 8, 11-12, 14-15, 17, 19, 22, 27 and 
29-31 stand rejected under 35 USC 103(a) for obviousness over Ohtani in view of 
U.S. Patent No. 6,430,711 to Sekizawa. Claims 23, 28, and 32-33 stand rejected 
under 35 USC 103(a) for obviousness over Ohtani in view of Hatakeyama and 
further in view of Sekizawa. Claim 8 stands rejected under 35 USC 103(a) for 
obviousness over Ohtani in view of Sekizawa and further in view of Hatakeyama. 
Claim 3 stands rejected under 35 USC 103(a) for obviousness over Ohtani in view 
of Hatakeyama and further in view of U.S. Patent No. 6,272,472 to Danneels et al. 
Claims 2 and 5 stand rejected under 35 USC 103(a) for obviousness over Ohtani in 
view of Hatakeyama and further in view of U.S. Patent No. 6,625,581 to 
Perkowski. Claims 9-10, 13, 16, 18 and 20 stand rejected under 35 USC 103(a) 
for obviousness over Ohtani in view of Sekizawa and further in view of U.S. Patent 
No. 6,625,581 to Perkowski. 

Applicants respectfully traverse the rejections and urge allowance of the 
present application. 

The Action alleges on page 2 that claim 27 is indefinite. The undersigned 
and the Examiners discussed the alleged indefiniteness during the interview and it 
was agreed that claim 27 is definite and that the rejection would be withdrawn. 
Applicants respectfully request withdrawal of the indefiniteness rejection in the next 
Action. 

Referring to independent claim 1, the method recites determining a 

geographical area within which the hard copy output engine is to be deployed and 

determining an electronic address for a consumables supplier appropriate to the 

geographical area. Applicants respectfully submit that the limitations are not taught 

nor suggested by the prior art and claim 27 is allowable for at least this reason. 

During the interview, the Office indicated that the 103 rejection of claim 1 
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appeared to be inappropriate and that claim 1 was anticipated by Ohtani. 
Applicants respectfully disagree with a rejection of claim 1 over Ohtani for at least 
the following reasons. 

More specifically, the Office indicated during the interview that Ohtani 
discloses programming email addresses for countries (e.g., the "jp" indicative of 
Japan in the email addresses of Fig. 4) disclosing the limitations of claim 1. 
Hovyever, Applicants submit, the email addresses including country code 
designations (e.g., jp) merely pertain to situations wherein the address of the target 
country of the recipient is different from the country of the sender of the email. 
Applicants submit herewith a technical definition of "country code" with respect to 
email addresses from Newton's Telecom Dictionary which states that country codes 
are used when the e-mail sender and recipient are in different countries. 
Accordingly, in the embodiments of Ohtani, the indication of "jp" indicates that the 
target country is different from the sender country. Applicants respectfully submit 
that the communications of email from a sender to a recipient in different countries 
fails to teach or suggest determining a geographical area within which the engine is 
to be deployed or determining the electronic address for a communications supplier 
appropriate to the geographical area as claimed. According to the above-identified 
definition. Applicants submit that the identification of an email address in a different 
country may not be fairly interpreted to teach or suggest determining this electronic 
address for tiie consumables supplier appropriate to the geographical area as 
claimed. Applicants submit the teachings of Ohtani of the sender and recipient 
being in different countries is the opposite to the claimed method and show no 
relationship of the geographical area in which the engine is to be deployed and a 
supplier appropriate to the geographical area. Applicants submit that claim 1 recites 
patentable subject matter over Ohtani. 

Referring to the 103 rejection of claim 1, Applicants noted during the 
interview that the present Action presents a fifth non-final 103 rejection of claim 1. 
The Applicants indicated that the Office has failed to present a prima facie rejection 
of claim 1 . For example. Applicants submit that the Office has failed to present 
proper motivation for combining the reference teachings. On page 4 of the Action, 
it is stated that the combination is appropriate to provide an accurate location of an 

area where setup and expansion is need and evaluated. Applicants submit that the 
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motivation is insufficient according to In re Lee, 61 USPQ 2d 1430 (Fed. Cir. 
2002). The motivation identified in the Office Action is akin to the conclusory 
statements set forth in In re Lee which were found to fail to provide the requisite 
motivation to support an obviousness rejection. The Court in In re Lee stated the 
factual inquiry whether to combine references must be thorough and searching . It 
must be based on objective evidence of record . The Court in In re Fritch, 23 USPQ 
2d 1780, 1783 (Fed. Cir. 1992) stated motivation is provided only by showing 
some objective teaching in the prior art or that knowledge generally available to one 
of ordinary skill in the art would lead that individual to combine the relevant 
teachings of the references. The Lee Court stated that the Examiner's conclusory 
statements in the Lee case do not adequately address the issue of motivation to 
combine. The Court additionally stated that the factual question of motivation is 
material to patentability and can not be resolved on subjective belief and unknown 
authority. The Court also stated that deficiencies of cited references cannot be 
remedied by general conclusions about what is basic knowledge or common sense. 
The Court further stated that the determination of patentability must be based on 
evidence. 

In the instant case, the record is entirely devoid of any evidence to support 
motivation to combine the teachings apart from the bald conclusory statements of 
the Examiner which are insufficient for proper motivation as set forth by the Federal 
Circuit. The Office cannot rely on conclusory statements when dealing with 
particular combinations of prior art and specific claims but must set forth objective 
rationale on which it relied. 

Further, Applicants submit that Hatakeyama is directed towards non- 
analogous subject matter. More specifically, the reference is directed towards 
location of public facilities, disaster provisions, chain stores and others so as to 
reduce access times required by users to access the facilities to a permissible range 
per col. 1, lines 3-10. Non-analogous art areas cannot properly be combined for an 
obviousness rejection where the problems addressed by each are non-analogous 
from one another. In re Deminski, 230 USPQ 313, 315 (Fed. Cir. 1986.) A field of 
art is analogous only if one seeking the solution in one art area would be likely to 
seek the solution by referring to the other art. Shatterproof Glass Corp. v. Libbey- 

Owens Ford Co., 225 USPQ 634 (Fed. Cir. 1985). Applicants submit that one 
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concerned with innaging devices would not look to a reference concerned with 
locating public facilities, disaster provisions, or chain stores. There are no issues or 
problems of locating devices in Ohtani and one would not look to other references 
which address problems which are not of concern to Ohtani. The 103 rejection is 
improper for these additional reasons. 

For at least the above-compelling reasons. Applicants respectfully submit 
that the prior art rejection of claim 1 is improper and Applicants respectfully request 
allowance of claim 1 . 

The claims which depend from independent claim 1 are in condition for 
allowance for the reasons discussed above with respect to the independent claim as 
well as for their own respective features which are neither shown nor suggested by 
the cited art. 

For example, referring to dependent claim 24, the undersigned and the 
Examiners discussed the claim limitations reciting the determinings and 
programming prior to deployment in an end user environment. Ohtani discloses 
providing an email address of a responsible official and accordingly, such could not 
be programmed until the unit is deployed and the identity and address of the official 
is known. The Office indicated that claim 24 appeared to recite allowable subject 
matter and Applicants respectfully request allowance of claim 24 in the next 
Action. 

Referring to independent claim 8, the method recites directly communicating 
with the vendor from the hard copy output engine. Ohtani at cols. 5-6 clearly 
discloses an Official who receives email from the fax devices, checks inventory, and 
if appropriate can formulate an order for a consumable. The teachings of Ohtani fail 
to disclose or suggest the direct communicating with the vendor from the engine as 
claimed and Applicants respectfully submit that the rejection of claim 8 is 
inappropriate for at least this reason. 

Further, Applicants submit for at least the reasons set forth in the previous 
response that the 103 rejection of claim 8 is improper. For example, there is no 
motivation to modify the teachings of Ohtani to remove or circumvent the 
operations of the official who receives the emails and places an order. The Office 
favorably received the position of Applicants during the telephone interview and 

Applicants respectfully request allowance of claim 8 in the next Action for at least 
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the above-mentioned reasons. 

The claims which depend from independent claim 8 are in condition for 
allowance for the reasons discussed above with respect to the independent claim as 
well as for their own respective features which are neither shown nor suggested by 
the cited art. 

For example, dependent claim 26 recites that the electronic address is stored 
within tlie engine prior to deployment of the engine . Applicants submit the prior 
fails to disclose or suggest the prior to deployment limitations of claim 26 and the 
claim is allowable for at least this reason. 

Dependent claim 29 recites directly sending an electronic message from the 
engine to the vendor without user intervention . Ohtani clearly discloses the fax 
machines sending emails to the official who places an order if appropriate. There is 
no motivation to modify Ohtani to provide the direct sending without user 
intervention in view of the clear disclosure of Ohtani's usage and reliance upon 
input of the Official. These limitations were discussed during the telephone 
interview and Applicants' position was favorably received by the Examiners. 
Applicants respectfully request withdrawal of the rejection of claim 29 for at least 
the above compelling reasons. 

Referring to independent claim 15, the system comprises processing circuitry 
of a computer implemented control system of a hard copy output engine configured 
to communicate with a supplier using an electronic address. The teachings of 
Ohtani are clear that the fax machines only communicate with an official. The 
official may check the backup supply and order the consumable by sending the 
email if appropriate as set forth in col. 6, lines 25-37. Accordingly, Ohtani is clear 
that the official places the order and there is no communication of the control 
system with the supplier as recited in claim 15. Claim 15 recites patentable subject 
matter for at least this reason. 

Further, as set forth in the previous response there is no motivation to 
combine the teachings of Ohtani with the teachings of Sekizawa in support of a 
103 rejection of claim 15. For example, there is no motivation to remove the 
official and his manual intervention from the ordering process of Ohtani. Claim 15 
is allowable for at least the above-mentioned compelling reasons. 

The claims which depend from independent claim 15 are in condition for 
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allowance for the reasons discussed above with respect to the independent claim as 
well as for their own respective features which are neither shown nor suggested by 
the cited art. 

For example, referring to individual ones of claims 27, 30, 31, there is no 
teaching or suggestion of the storage of the data prior to deployment of the engine 
in an end user environment, communication without user intervention, or 
communication directly to the supplier as recited in respective ones of the claims. 
Claims 27, 30, and 31 are allowable for at least these additional reasons. 

Referring to claim 23, Applicants respectfully submit that the inclusion of the 
country code in the email is indicative of communications of entities in different 
countries and does not teach or suggest determining a geographical area within 
which an engine will be deployed as recited in claim 23. Further, the 
communications across different countries as indicated by the usage of the country 
code fails to disclose or suggest determining the electronic address for the 
consumables supplier appropriate to the geographical area. In addition. Applicants 
respectfully submit that the proactively initiating communication witti the 
consumables supplier fmm the engine is not taught nor suggested by the Ohtani 
teachings of the fax devices only communicating with the official. Applicants 
respectfully submit that Ohtani does not implement any communications from the 
engine with the supplier as claimed. 

There is no motivation to modify Ohtani in a 103 rejection inasmuch as 
Ohtani is clear that the fax machines only communicate with the official and not a 
supplier and there is no motivation to modify Ohtani contrary to the teachings of 
Ohtani. In addition, Hatakeyama is non-analogous art and the 103 rejection is 
improper for this additional reason. 

The claims which depend from independent claim 23 are in condition for 
allowance for th:e reasons discussed above with respect to the independent claim as 
well as for their own respective features which are neither shown nor suggested by 
the cited art. 

Referring to claims 28, 32, 33, there is no teaching or suggestion of the 
determining or the storing prior to deployment of the engine in an end user 
environment, communication without user intervention, or communicating directly 

with the supplier as recited in respective ones of the claims. Claims 28, 32, and 33 
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are allowable for at least these additional reasons. 

The amendments made herein now more positively express limitations which 
were previously inherent in such claim(s), and accordingly are not for the purpose of 
narrowing and do not effectively narrow the scope of any claim. 

If any claim is not allowed in the next Action, Applicants respectfully request 
the issuance of a non-final Action pursuant to the interview so Applicants may 
appropriately respond during the prosecution of the present application. 

Applicants respectfully request allowance of all pending claims. 

The Examiner is requested to phone the undersigned if the Examiner believes 
such would facilitate prosecution of the present application. The undersigned is 
available for telephone consultation at any time during normal business hours 
(Pacific Time Zone). 


Respectfully submitted. 


Mark A. Harper 
Robert E. Haines 


By: 
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I reference to Advonced Intelligent Nelwork. 

lorrespondlhg Entitles Peer entities with a lower layer connection omong 

lorrldor Service A temt thot Bell Atlanlic is using for caDs to end from the New 
ork Qty oreo to and from Northern New Jersey, or between Philadelphia and Southern 
ew Jersey. 

iorroslon The destniction of the surfoce of o metal by chemical reaction. 
;0S ]. See Qass of Sen/Ice. 

2. Compotible for Open Systems. 

3. Corporation for Open Systems intemotional. A Federal Government blessed orgonh 
Qtlon vAich aims towards standardizing OSI and ISDN. COS members include everyone 
om endnisers to manufacturen. COS deols vrith private and public networidng Issues. 
;OSiHE CooDerotlon for Open Systems Interconnection Networidng in Europe. A pro- 
ram sponsoreo by the European Commission aimed ot using OSI to tie together European 
mm networics. 

losmf c Rays Atomic nuclei (mostly protons) and electrons that are observed to stnlce 
ie Earth's atmosphere with exceedlnaly nigh energv. 
loSN Consortium for School NetwoiUng A nor^profit organization that promotes the use 
f telecommunicotions in Hnderaarten to 12th grade education to Improve learning, 
(embers represent state and local education agendes, as well as hardware and software 
endors, Intemet Sento Providers OSPs) and interested Individuals, www.cosn.org. 
lOSName Identifies doss of service SNA. 

lost Component The price of each element of telecommunications service and/or 
quipment that comprises o configuration. 

lost Of Service Pricing A procedure, rationale or methodology for prldngserv- 

;es strictly on the bisis of the cost to provide those services. 

lost per Phone Hour A cqII center temn. Bask unit cf resource measurement. 

otd costs' (fbced, variable ond semWoriable) divided by the number of workstation call 

Durs that are projected or actually adiieved. - . 

:0T 1 . Continuity Chedc Messooe. The second of the ISUP call setHip messages. Indicates 

uccess or foilure of continuity cneck if one is needed. See ISUP and iommn Channel 


2. Centrol Office Terminal or Terminotion. The temiination of a local loop fodftty at the 
entral office. See Digital loop Conier. 

3. Customer Originated Trace. A CIASS (Custom local Area Signaling Services) feature 
hat allows the customer (e.g., you) to originate a trace to trod harossing callers. When 
w get 0 nuisance coll, you depress the switdihook and release it quiddy. Then you listen 
or a spedaj stuttered dial tone. You then depress *57 on your touchtone dial pod. or dial 
1 1 57 on your rotary phone, tf the lost caQ has been successfully traced, you'D hear an 
tnnouncement. The results of the successful troce are reconled hv the telephone company, 
ind ore released only to low enforcement ogendes. ofter you have signed on outhorlzo- 
ion. Your telephone comoony may diorge you for tnis sendee, and the diarge may be as 
tighosSlOO. See also ClASS. 

Cotermlnated Plant Plant whidi has an assumed retirement dependent upon 
he retirement of some other item of equipment or building, etc A telephone company 
tm. 

COTS 1. connection Transport Service. 

2.CommerdalOFFTheSheif. 
Couch Commando A coudi potato who indsts on toking dtorge of vidiot he ond 
he rest of the coudi potatoes are wotdilng on the IV. 
Couch Potato A person who spends their life sitting on o coudi surfing TV diannels 
tfHh a remote central Tv device. See Mouse Potato. ^ 
Coulomb The quantity of electridty transferred by o current of one ampere In one sec- 
3nd. One^onft of quantity In measuring ele0rldly. 
Council of Registrars CORE. An orgontzotion diorged with the rasponsibiftty for 
Mopment, implementation, and maintenance of a set of new Top level Domains (TLDs) 
for the Intemet. See CORE for a longer explanotion. 
Counter-rotating An omingement v/hereby two signal paths, one in eadi direc- 
tion, exist In o ring topoloqy. 

• An orrangement vtmereby two signal paths, one in eadi direction, exist in a ring topol* 
ogy^See Counter Rotating Rina. 

Coifhter Rotating Ring An orrangement whereby two sianol paths, the direc- 
tions of whtdi are opposite, exist in a physical ring topology. Such rings typically are 


described as "Duel Counter Rotating Rings,'^sudi os described In SONET and FfiDI 
dords. In sudi a physicd configurotion, one or more transmission paths operate in a 
wise manner, while one or more other paths operate counter^lodcwise, or antklodcwl. 
Should the primary path suffer catastrophic faAure, the secondary path comes on Mf 
does this to ensure virtually uninterrapted communications. See also FDDI and SONET. ' 
Counterpoise A system of electrical conduct05 used to complete the antenna 
tem in ploce of the usuol ground connedioni 
Country Code 1. Ttte one, two or three digit number that, in the world htiml... 
plan. Identifies eadi country or Integrated numbering plan in the worid. In short, thfr oi 
two or three digits that precede the national number In an international phone akr 
code is assigned In and taken from Recommendofion E.163 (Numoerina Plondi 
International benrice) adopted by the ITU-T. There's a list of country codes and key/toi 
try area codes In the Appendix ot the bad of this book. See also www.the<]cr.co!rf^ 
vvwwiprint.com/ssi/rntl_codes.html. 

2. In intemationol rerord canier transmissions, the country code b a two or threc^i 
or numeric abbreviation of the country name foilowina the geooraphical place narhe^ . .. 

3. A two<haracter alphobeflc cooe sufRxed to a URl (llniiomi Resource locotor]^; 
use in communications over the Intemet and WWW (Wodd Wide Web). The country- . 
is 0 portion of the Top level Domain (TLD), and Is used when the domain of the tfii^l 
country diffeis from that of tfte country of origin of the transmission. For example, if yii 
send on e^nail from the U.S. to South Africo, the etnoll address would be in ttte formi 
'user@userorganizafion.entily.za.' Example country codes indude .au for Australia^ .Ipfl 
Japan, .sw for Sweden, .us for United Stotes, and jo for South Africa. 
County For the purposes of the FCC's cable television rales, tills term indudes:^%j 

• Borough (in Alo*o). ^ 

• District (in District of Columbia). 

• Independent Qty (In Alaska, Moryiond, Missouri, Nevada, and Virginia): 

• Munldplo Qn Puerto Rico). 

• Perish, (in louisiana). 
Coupled Modes 1 . In fiber optics, a condition wherein energy Is tronsferred'dh^ 
modes. The energy share of eadi rnode does not differ after tiie equilibrium Iength^h1 
been readied. .v>^ ' ' 

2. In ndoowove transmission, o condition where energy is transferred from the Lwj 
mentd mode to higher order modes. Energy tmnsfened to coupled modes Is undesiAbl^j 
usual microwave transmission in a waveguide. The frequency is kept low enough sortlii 
prapogation in tiie vvovepuide is only In the hmdomental mode. 
Coupler An optical device tiiat combine or sptrts power from optical fibers.. 
Coupling Any means by whidi energy is transfenred from one conductive or dlelei 
medium (e.g., optical waveguide) to another, indudlng fortuitous occurrences. Type^i 
electrical coupling Indude copadtive (electrostotic) coupling, inductive coupling, ondldj 
ducHve (hard wire) coupling. Couprmg may octur between optical fibers unless Sf^t 
action is token to prevent it. Couplingl)6twe6n fiben b very effectively prevented (fyri 
polymer overcoat, whldi also prevents the propagation of cladding modes, and provii 
some decree of physical protection. See olso Inductive Coupling. 
Coupling Loss The power loss suffered when coupling light from one optical de^ 
to another. 

Coupon From Britain: A teord slip to encourage response to advertisement d)^#1 
promotion on paduiglng. The Infonnation b keyed Into o telebusiness system whidi ai " 
maflcolly hanoies the followHrp. Thb may be o phone coil, odcnovvledgement lei 
brodiure,dbtn'bufionofaleadtoodbtn1)utorandsoon. ■ 
Courrlel A dumb Frendi word for emal The word come because the Frendi gov! 
ment. In its infinite wbdom, did not like rtie use of email, whidi it regarded os a ' 
American word. -^'i 
Courseware A combination of Web pages, tmail, titreaded dbcussions, diot rooni!| 
listsenn and dbtance teaming tools used to provide online educational senAces or suppl^^. 
ment regular dassraom Instraction. < 
COV Control Over Voice. Mttel's proprietary dgnaling protocol whidi they use betviteief^ 
titeir PBX and their proprietary analog phones. . 
Cover Page The tbst page of a fax message. It generally Indudes a heoder, typfcollf 
the sender compari/s bgo; tite redpienf s name and tax telephone number, the sender^ 
fox and voice telephone numbers; m system's dote and time; a message; o footer. ..-J "^k 
Coverage The percent of completeness witii which a metal braid covers the uni 
ing surface. 
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